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Sir: 



In response to the Examiner's Answer dated January 10, 2006, the following remarks are 
respectfully submitted. 



Reply Brief 

TANABE, Kosuke et al. 



U.S. Patent Application S.N. 10/020,947 
Attorney Docket No. 01 1 723 



REMARKS 



In reply to the Examiner's Answer of January 10, 2006, Appellant maintains the arguments 
presented in the Appeal Brief filed on July 22, 2005, and here responds to the Examiner's arguments 
presented in the Examiner's Answer. In accordance with 37 CFR 41.41(a)(2), no new or non- 
admitted amendment or new or non-admitted affidavit or other evidence is included herein. 
Appellant further submits that the present Reply Brief only responds to the Examiner's arguments, 
and no new issue is raised herein (see 37 CFR 41.43(a)(1). 

Appellant here responds to Examiner's Response to Arguments in Section (10) beginning on 
page 6 of the Examiner's answer. 

At the top of page 6, the Examiner states that Appellant's arguments on pages 1 1-21 of the 
Appeal Brief are irrelevant because they are directed to the past rejections before the Examiner 
reopened prosecution to introduce a secondary reference. However, Appellant notes that ground (I) 
of rejection in the present appeal is the rejection of claims 1-4, 7 and 8 under 35 U.S.C. 102(b) or 
103(a) over Lindman et al., which is essentially the same as the previous rejection of claims 1-8 
under 35 U.S.C. 1 02(b) or 1 03(a) over Lindman (except for the withdrawal of the rejection of claims 
5 and 6). As such, it is completely appropriate in responding to the rejection that Appellant address 
the Examiner's arguments from the earlier Office actions. Appellant therefore respectfully submits 
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that the Examiner has simply failed to respond to Appellant's arguments on pages 11-21 of the 

Appeal Brief. Since Appellant's arguments ran from pages 1 1-26, the Examiner has ignored a large 
fraction of Appellant's argument. Appellant maintains these arguments and considers them to be 
unrebutted. 

On page 6, second paragraph, of the Examiner's answer, the Examiner comments on 

Appellant's argument that "it is impossible to determine the properties of Lindman's annulus 

(from page 22 of the Appeal Brief, emphasis in original), commenting: 

"... the Examiner, first, respectfully, reminds Applicants that the composition of the 
adhesive layer is also absent from claim 1 of the instant invention" (emphasis added) 

However, Appellant's argument concerned the properties of Lindman's annulus. Claim 1 clearly 

recites two limitations on "maximum of loss tangent" parameter, which are properties of the 

adhesive layer. The Examiner's remark that claim 1 does not recite the composition of the adhesive 

layer is completely irrelevant, as this remark is not commensurate with the claim limitations. 

Appellant's arguments on the "properties" were properly directed to the limitations of claim 1 , and 

Appellant respectfully submits that the Examiner has chosen to ignore these arguments rather than 

respond. 

On page 6, middle of second paragraph, the Examiner then "repeats that Lindman does teach 
the same subject matter, which has the same structure, performs the same function and is for the 
same application, as the instant invention." Appellant has addressed this argument by the Examiner 
in the Appeal Brief. To summarize Appellant's argument, Lindman does not "teach the same 



Reply Brief 

TANABE, Kosuke et al. 



U.S. Patent Application S.N. 10/020,947 
Attorney Docket No. 01 1723 



structure", since Lindman does not disclose the limitations of claim 1. The statement that 

Lindman's device "performs the same function" and is "for the same application" as the appealed 

claims is irrelevant; the Examiner is, in effect, only stating that Appellant's invention and Lindman's 

are in the same general field, which does not provide a basis for a claim rejection. 

On page 6, last paragraph, the Examiner addresses Appellant's remarks on the motivation 

to substitute anything for Lindman's annulus. The Examiner states: 

"It would have been obvious to one of ordinary skill in the art to make Lindman's 
double sided adhesive tape with a suitable adhesive, such as Bluem f s acrylic adhesive 
of damping polymer, motivated to provide a damping capable (i.e., absorbing stresses 
such as shock, shaking, vibration, etc.) bonding for affixing parts of portable 
electronic devices. ... It should be noted that the selection of a known material based 
on its suitability for its intended use supported a prima facie obviousness 
determination." (page 7, lines 2-8) 

The Examiner's argument appears to be based on the following logic: Lindman's annulus, 
which is not described in any detail, and which is adequate for Lindman's purpose, would be replaced 
with an annulus having Bluem's adhesive, and that this would provide the two limitations of claim 
1 on the "maximum of loss tangent" parameter. Appellant submits that this logic is improper. 

First of all, Appellant notes again that Lindman never uses the term "shock" or "stress". 
The Examiner refers to Lindman's disclosure: "to resist comprehensive shaking forces, without 
requiring the assistance of additional fasteners such as screws to this end" (column 2, line 22). That 
is, Lindman may be implying that the annulus can replace screw fasteners. However, Appellant 
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again notes that there is no disclosure in Lindman with regard to the physical properties of the 
annulus nor regarding the screws to which Lindman tangentially refers. 

Appellant submits that the Examiner has attempted to argue that Lindman's annulus has the 
properties of the present invention, by implying that Lindman uses the term "shock", which is a term 
used in the present specification but which is not found in Lindman. This appears to be an attempt 
at hindsight. Moreover, even if the term "shock" were used instead of "shaking" in Lindman, this 
would still not provide a suggestion for the specific mechanical limitations recited in claim 1 . 

In addition, the terms "shock," "shaking" and "vibration" do not appear in Bluem. The term 
"damping" appears once in the reference, without any further explanation or numerical description. 
That is, the Examiner's motivation for combination of Lindman with Bluem is based entirely on the 
phrase "resist comprehensive shaking forces" in Lindman and the word "damping" in Bluem. 
However, it does not even appear that these refer to the same objective in the two references. 

Secondly, Appellant notes the reliance of the Examiner on the adhesive being "suitable". 
However, the term "suitable" is completely undefined in the Examiner's argument, and this does not 
provide any motivation for any combination of Lindman with Bluem. And Appellant again 
notes that even if Bluem's adhesive were somehow used in Lindman, this would not produce the 
recitation of present claim 1 . 

To summarize, there is no suggestion or motivation to combine the references, and therefore 
the prima facie case of obviousness, as stated, is improper. 
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Moreover, Appellant has argued that neither Lindman nor Bluem discloses the "maximum 
of loss tangent" limitations of claim 1, or even mentions the "maximum of loss tangent" parameter 
or any related parameter. There clearly is no suggestion in the references to in any way modify the 
frequency of the maximum of loss tangent of any adhesive, much less to have the maximum of loss 
tangent be equal to or greater than 1 . The Examiner has given no basis in fact or technical reasoning 
(as required for an inherency rejection) to indicate that the limitations of claim 1 would be inherent 
in Lindman f s annulus, or inherent in an annulus which uses Bluem's adhesive. 

On page 7, second paragraph, the Examiner addresses Appellant's arguments that Bluem does 

not mention the "maximum of loss tangent parameter" (from page 24 of the Appeal Brief). The 

Examiner concludes: 

"it is the Examiner's position that the "maximum of loss tangent" property is either 
anticipated, or obviously provided by practicing the inventions of the prior art." (page 
7, line 2 from bottom, to page 8, line 1) 

Appellant is uncertain if this is an attempt by the Examiner to provide a basis in technical reasoning 

for the inherency of the "maximum of loss tangent" limitations in Bluem's adhesive (see MPEP 

2112). However, the Examiner's statement is made without any technical argument; the Examiner 

is simply stating that he thinks this is so. If this statement a statement of personal knowledge of the 

Examiner, the Examiner should provide an affidavit under 3 7 CFR 1 . 1 04(d)(2); otherwise, Appellant 

respectfully submits that the Examiner's argument is improper. 
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On page 8, line 6, of the Examiner's answer, the Examiner discusses Appellant's arguments 

from page 24 of the Brief, regarding the fact that Bluem does not mention a speaker and is directed 

to electrical connections to a flexible circuit board. In response, the Examiner states: 

"It is not clear how differentiality [sic] between the stiffness of the substrates of the 
prior art leads one to conclude the material of Bluem does not dampen as disclosed, 
or would not function in the Lindman device, despite having characteristics desired 
by Lindman and being disclosed for use in the same environment (portable 



Appellant submits that this argument has several logical flaws. First of all, the Examiner 
acknowledges that the specific purpose of Bluem's adhesive is different from that of the 
adhesive on Lindman 's annulus. It is perfectly reasonable to conclude that these adhesives would 
have different properties. The Examiner refers to "characteristics desired by Lindman", but this 
phrase is not defined. The argument that Bluem's and Lindman's adhesives "are used in the same 
environment (portable telephone)" is completely irrelevant if they are used for different purposes. 
Appellant submits that there are almost certainly many adhesives used in a portable telephone, each 
with a different property depending on its function. It is quite possible that the use of Bluem's 
adhesive on Lindman's annulus simply would not work for Lindman's intended purpose. This 
further argues against any prima facie case of obviousness based on Lindman and Bluem. 

Finally, at the bottom of page 8 of the Examiner's answer, the Examiner responds to 
Appellant's arguments that the Examiner was incorrect in the statement that "resisting shaking 
forces" was the purpose in Bluem. Appellant notes that the Examiner does not rebut Appellant's 
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argument, apparently acknowledging that the Examiner was, in fact, incorrect in the original 
assertion. Rather, the Examiner states: "Applicants appear to be confused about the basis of 
rejection as being relying upon Bluem ..." The Examiner restates the rationale, again stating "Bluem 
expressly teaches an adhesive which has damping property (i.e., capable of absorbing stresses such 
as shaking, shocking, vibration, etc.)." 

That is, the Examiner now implies that absorbing "shaking" would be inherent in Bluem's 
disclosure regarding "damping" (column 1 1 , line 38), although the nature of the "damping" in Bluem 
is never discussed in detail. Again, Appellant has discussed above that the disclosures regarding 
"shaking" in Lindman and "damping" in Bluem do not provide a proper motivation for a 
combination of these references. 

The Examiner also accuses Appellant of "attacking references individually" (page 9, lines 
7-9). However, the Examiner has not pointed out any improper arguments on the point of the 
Appellant. The remarks referred to by the Examiner were directed specifically at the Examiner's 
stated motivation to combine Lindman and Bluem, which the Examiner had based on the statement 
that both were directed to "resisting shaking forces". Appellant's arguments were therefore 
completely appropriate attacks on the stated prima facie case of obviousness. 

Summary: 

Appellant therefore maintains the arguments presented in the Appeal Brief, and submits that 
the appealed claims are not anticipated by and non-obvious over the cited references. 
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Appellant respectfully asserts that none of the remarks in the Examiner's Answer 
demonstrates an error in Appellant's interpretation of the references or in the reasoning as to why the 
pending claims are not anticipated by and non-obvious over the cited references, as originally 
presented in the Appeal Brief. Again, Appellant respectfully submits that no new issue is raised in 
this Reply Brief. 



In the event this paper is not timely filed, Appellant hereby petitions for an appropriate 

extension of time. The fee for any such extension may be charged to our Deposit Account No. 01- 

2340, along with out other additional fees which may be required with respect to this paper. 

Respectfully submitted, 

ARMSTRONG, KRATZ, QUINTOS, 
HANSON & BROOKS, LLP 




Daniel A. Geselowitz, Ph. 
Agent for Appellant 
Reg. No. 42,573 
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